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Learning Objectives

By the end of this lecture, you will be able to:

&

Define what a trademark is and differentiate it from other forms of
intellectual property.

Explain the dual nature of trademarks as both a private business
asset and a public good for consumer protection.

Analyze the unique tension between open source principles
(open code) and the need for trademark control (closed brand).

|ldentify why trademarks are critical for the success, trust, and
sustainability of open source projects.

Describe common strategies open source projects use to
manage their trademarks.

Recognize the roles government plays in the trademark
ecosystem as a legislator, regulator, and adjudicator.
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The Intellectual Property (IP) Landscape

= Creations of the mind: inventions, literary works, symbols, names,
images.

= Legal rights granted to protect these creations and incentivize
Innovation.



The Intellectual Property (IP) Landscape

= The Four Main Pillars of IP:

< Patents: Protect inventions and functional processes (e.g., a new
algorithm).

& Copyrights: Protect original works of authorship fixed in a tangible
medium (e.g., source code).

% Trade Secrets: Protect confidential business information (e.g.,
Coca-Cola formula).

& Trademarks: Protect brand identifiers.



What is a Trademark?



What is Trademark?

* A trademark includes any word, nhame, symbol,
device (or combination) used in commerce to
identify and distinguish the goods or services
of one seller from those sold by others [1].

= |n short; It's a "brand identifier."

Why?

% Source ldentification: Who made this?

< Quality Assurance: A promise of consistent quality.

% Brand Value & Goodwill: The reputation embodied in the mark.
% Consumer Protection: Prevents confusion in the marketplace.

Image source: "Trade Mark," LegalDesk, [Online]. Available: https.//legaldesk.com/wp-
content/uploads/2017/04/Trade-Mark-3.jpg. [Accessed: 07-Oct-2025].



What is Trademark?
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Image source: "Logos Example Image," McMaster University, [Online]. Available:
https.//research.mcmaster.ca/app/uploads/2023/08/logos-example-image-1024x768.png. [Accessed: 07-Oct-2025].




What Can Be a Trademark?

* Words & Logos: "Google," "Adidas" three stripes.

» Slogans: "Just Do It" (Nike), "I'm Lovin' It" (McDonald's).
* Product Shapes: The Coca-Cola bottle.

= Colors: Tiffany Blue (Pantone 1837), UPS Brown.

= Sounds: The MGM Lion's roar, Intel's "bong" sound.

* Holograms & Motion Marks: The moving image of a logo.



Trademarks vs. Other Intellectual Property

IP Type

Protects

Term

Government Role

Trademark

Patent

Copyright

Trade Secret

Source identifiers (brands)

Inventions, functional ideas
Original artistic/literary works

Confidential business
information

Indefinite (with renewal)

20 years (usually)

Life of author + 70 years

Indefinite (if secret)

Registration &
Enforcement

Examination & Grant
Automatic upon fixation

Primarily through
litigation
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How Trademarks are Secured and Maintained?

( Acquisition

< Patents: Protect inventions and functional processes (e.g., a new algorithm).

& Copyrights: Protect original works of authorship fixed in a tangible medium
(e.g., source code).

= Trade Secrets: Protect confidential business information (e.g., Coca-Cola
formula).

& Trademarks: Protect brand identifiers.
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How Trademarks are Secured and Maintained?

Maintenance

& Use it or Lose it: Trademarks must be used in commerce to remain valid.

% Policing: The owner has a legal duty to police against unauthorized use to
avoid "genericide" (the mark becoming a common name, like "escalator" or
"thermos").

% Renewal: Registration must be renewed periodically.
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The Dual Nature of Trademarks

= A Two-Sided Policy Instrument

1. Private Right for the Owner 2. Public Good for Consumers

< A valuable business asset. ® Reduces consumer search costs.

% Can be licensed, sold (assigned). % (Guarantees a certain level of quality.

% Protects investment in brand building. % Prevents consumer confusion in the

marketplace.
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Trademark Fundamentals for Software



Intellectual Property in a Single Software Product

= Copyright. Protects the expressive code itself (the source and object code).
Automatic upon creation. — What it is.

= Patent: Protects a novel, non-obvious, functional method or process (e.g., a
unique compression algorithm). — What it does.

» Trademark: Protects the name, logo, and slogans associated with the software
(e.g., "Microsoft Windows," the Apple logo, "Don't be evil"). — Who it's from.
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Why Trademarks are Paramount in Software?

* High Trust, Intangible Product: Users cannot inspect source code before use.
The brand is a proxy for security, reliability, and quality.

» Network Effects: Platforms thrive on ecosystems. A strong trademark ensures
developers and users they are building on/for the correct platform (e.g., Android,
10S).

* Preventing "Fake" or Malicious Software: Trademark law is the primary tool
against typosquatting (e.g., "libreoffice.com") or malware disguised as legitimate
software.
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The Open Source Puzzle: "Open Code, Closed Brand?”

» The Source Code (Copyright) is licensed freely for use, modification, and
distribution.

= The Trademark (Brand) is almost always reserved and controlled tightly by the
project.

= Why? To prevent fragmentation, protect reputation, and stop third parties from
selling inferior products under the official name.
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The Spectrum of Distinctiveness in Software

= Fanciful/Arbitrary: "Python" (for a programming language), "Apache" (for web
server software), "Kubernetes" (Greek for "helmsman").

= Suggestive: "WordPress" (suggests a platform for words/publishing), "GitHub"
(suggests a hub for Git repositories).

= Descriptive: "Windows" for an OS with a windowing GUI (acquired
distinctiveness). "Package Manager" would be generic and unprotectable.
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Trademarks in Open Source

Open Source Encourages

% Forking (creating a new codebase from an existing one).
% Modification and redistribution.

= Widespread, unrestricted use of the code.

Trademark Law Requires

< Limiting use to prevent consumer confusion.

- Policing unauthorized uses to maintain distinctiveness.

% Control over the brand and its associated goods/services.
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Trademarks in Open Source

How do you allow forking of the
A code while preventing forking of
— the brand?

:
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Image source: "Question Mark lllustration,” PNGegg. [Online]. Available: https://e7.pngegg.com/pngimages/48/293/png-clipart-question-mark-illustration-

system-lever-sensor-question-digital-control-painted-3d-3d-3d-villain-doubt-watercolor-painting-text.png. [Accessed: 08-Nov-2025].

20



Why Trademarks Matter in OSS

For the Project

= ldentity and Reputation: The name is the project's identity.
< Quality Signal: Assures users of a certain standard and compatibility.
< Community Trust: The mark signifies the "official”" version.

For the User/Enterprise

% Guarantee of Origin: Knows who stands behind the software.

% Risk Mitigation: Chooses a version with professional support and
accountability.

= Ecosystem Clarity: Understands what is official vs. a third-party variant.
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The "Naked Licensing" Pitfall

* When a trademark owner allows others to use its mark without adequate
control over the quality of the underlying goods/services.

» Legal Consequence: "Abandonment" of the trademark.

* The mark becomes invalid and anyone can use it.

= OSS Context: If a project allows anyone to use its name on any

modified version without any quality control, it risks losing its trademark
entirely.
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How Open Source Projects Manage Trademarks?

* Trademark Policies: Most major projects have explicit, standalone
trademark policies separate from their open source license.

= Common Policy Elements:
= Official vs. Unofficial: Defines what constitutes the "official' project.

% Naming Restrictions for Forks: Often requires forked projects to use a
different name (e.g., "MariaDB" vs. "MySQL").

% Logo Usage Guidelines: Specifies how the logo can be used on websites,
in presentations, etc.

<= Domain Name Restrictions: Prevents cybersquatting on project-related
domain names.
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Government Policy &
Regulatory Framework



The Government's Role: Legislator

= Creating the Statutory Framework
< U.S. - Lanham Act (Trademark Act of 1946).
< EU - European Union Trade Mark Regulation (EUTMR).

& |nternational - Treaties like the Paris Convention and Madrid Protocol
facilitate international registration.

= Key Policy Controls
% Defining what is registerable (distinctiveness, not generic).
& Setting the scope of rights (likelihood of confusion, dilution).

< Establishing registration procedures and fees.
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The Government's Role: Regulator

= Trademark Offices

< USPTO (United States Patent and Trademark Office): Examines and
registers marks.

= EUIPO (European Union Intellectual Property Office): Manages EU-wide
trademarks.

= Function
% Examine applications for compliance with the law.
% Publish marks for opposition (allowing others to challenge).

% Maintain the register of trademarks.
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The Government's Role: Adjudicator

* The Court System

< Handles trademark infringement lawsuits.

% Grants remedies: injunctions (to stop use), damages, destruction of
infringing goods.

= Specialized Tribunals

% ICANN's UDRP (Uniform Domain-Name Dispute-Resolution Policy): A
quasi-governmental system for resolving domain name cybersquatting
disputes (e.g., 1inux-fake-support.com).

27



Policy Tensions: Encouraging Innovation vs. Protecting Property

* Pro-Trademark Policy View

& Strong trademarks incentivize investment in brand quality and R&D.
% They reduce consumer search costs and prevent fraud.

& Essential for a functioning market economy.

* Pro-Open Source / Public Interest View
= Qverly broad trademark protection can stifle collaboration and competition.
% Can be used anti-competitively to lock in users and suppress forks.

% Must balance private rights with the public's interest in a competitive and
innovative software ecosystem.
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The Enforceability Challenge

= The global, decentralized, and anonymous nature of open source
development and distribution makes it exceptionally difficult to find
infringers and enforce trademark rights effectively and efficiently.

= Key Dimensions of the Challenge:
1. Jurisdictional Complexity
2. The "Fair Use" Defense
3. Community Backlash

4. Resource Constraints
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Enforcement Tools & Strategies

Preventative Measures:

&

&

&

Clear, publicly available trademark policy.
Registering marks in key jurisdictions.

Community education.

Reactive Measures:

&

&

&

&

Cease & Desist Letters: The first step.
DMCA Takedowns: For online content (though primarily a copyright tool).
UDRP Proceedings: For abusive domain names.

Litigation: The last resort for significant threats.
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Case Study 1: The Mozilla Firefox

(

Project: Firefox web browser.
Policy: Has a robust trademark policy.

Issue: Distributors who repackage Firefox (e.g., for Linux
distributions).

Solution: The policy allows use of the trademarks for unmodified
versions. For modified versions, distributors must use a different
name (e.g., "GNU IceCat" is a fork of Firefox that changed the name
and branding to avoid trademark issues and promote free software).

Takeaway: A clear policy allows for collaboration while protecting the
core brand.
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Case Study 2: Node.js vs. i0.|s

s

Background: A fork of Node.js called io.js was created due to
governance disputes.

Trademark Dynamic: The Iio.js project respected the Node.js
trademark and used a distinct name.

Resolution: The projects later reconciled and merged back together.
The respectful handling of trademarks during the fork period was key
to allowing this eventual reconciliation.

Takeaway: Respecting trademarks, even during community conflict,
preserves future options and ecosystem health.

32



Special Topics

Trademarks vs. Project Names

= Not every project name is a legally protected trademark.
= A name only becomes a trademark through use in commerce or registration.

» Many small OSS projects have names that are "common law" trademarks at
best, making enforcement much harder.
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Special Topics

Contributor License Agreements (CLAs) and Trademarks

= What is a CLA? An agreement where contributors grant IP rights to their
code to the project's governing entity.

» Trademark Connection: CLAs are typically about copyright and patents.
They rarely address trademarks.

= Best Practice: The project's trademark policy should be a separate, clearly
linked document that all contributors are aware of.
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Special Topics

Domain Names and Cybersquatting

= Problem: Bad actors register domain names containing OSS project
trademarks (e.g., ubuntu-help.com, wordpress-support.net) to phish users or
sell counterfeit support.

= Solution: The UDRP process is a relatively fast and cheap way for
trademark owners to reclaim these abusive domain names.
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Special Topics

The Role of Non-Profit Foundations

= Examples: The Apache Software Foundation, The Linux Foundation, The
Eclipse Foundation.

= How They Help?

< Act as a neutral, trusted holder of the project's trademarks.
< Provide legal and financial resources for enforcement.

% Develop and administer standardized, community-vetted trademark
policies.
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Special Topics

The "®" vs. "™" Symbols

= ®: Can only be used after a mark is registered with a national trademark
office (like the USPTO).

= ™ Can be used for any mark you claim as a trademark, even if it's not
registered. Signals a "common law" trademark claim.

= Best Practice for Software Projects: Use ™ when you first launch, and ®
once your registration is granted.
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Special Topics

Debate 1: Al-Generated Code and Trademarks

* The Scenario: An Al model is trained on all open-source code and generates
a new project, suggesting a name that is confusingly similar to an existing
project.

= Policy Questions

% Who is liable for the Al-generated trademark infringement? The model
creator? The user who deployed it?

% How can traditional clearance searches keep up with Al-generated
content?

< Will Al tools themselves become the primary enforcers, scanning for
infringement at scale?
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Special Topics

Debate 2: Al Model Names as Trademarks

The New Asset: Names like "GPT-4," "Claude," "Llama," "Stable Diffusion”
are highly valuable trademarks.

Open-Source Al: Meta's release of "Llama" models creates a classic open-
source trademark scenario. The weights are available, but the "Llama" brand
is controlled by Meta.

Enforcement Challenge: Preventing malicious or low-quality models from
being passed off as the official "Llama" or "Stable Diffusion."
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Special Topics

Debate 3: APIs, Interoperability, and Trademark

The Copyright Context: Google vs. Oracle established that reimplementing
an APl is fair use.

The Trademark Question: Can you use the original project's name to
advertise your compatible implementation?

= Example: "A drop-in replacement for Redis®" is likely fair use.

< But naming your product "Redis-Compatible Database" might be too
close.

Policy Tightrope: Encouraging competition and interoperability vs.
protecting brand identity.
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Special Topics

Debate 4: "Open Core"™ and Community Trust

The "Open Core" Model: A core product is open source, but advanced
features are proprietary and sold under the same brand.

The Tension: The community may feel the company is using the open-
source project's goodwill to bait-and-switch users to the paid version.

Trademark Policy's Role: A clear trademark policy is essential to delineate
what is the "community edition" vs. the "enterprise edition," maintaining trust
and preventing confusion.
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Summary

Trademarks are "Brand Identifiers™: They protect names, logos, and slogans
to indicate the source of a product.

Dual Purpose: They are both a private asset for businesses and a public good
that protects consumers from confusion.

Critical for Open Source: They protect a project's reputation and identity while
the code itself remains free and open.

The Core Tension: Open source encourages code forking, but trademarks
prevent brand forking to ensure quality and clarity.

Managed by Policy: Projects use clear trademark policies to control use of
their brand, often requiring forks to change names.

Government's Role: Governments act as legislators, regulators, and
adjudicators to create and enforce trademark law.

Enforcement is Challenging: The global nature of open source makes
protecting trademarks difficult, but essential tools and strategies exist.
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Brain Teaser

1. What is the primary function of a trademark??

A. To protect a novel and non-obvious invention.

B. To protect the expressive content of a literary work.

C. To identify the source of goods or services and distinguish them
from others.

D. o protect confidential business information.
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Brain Teaser

1. What is the primary function of a trademark??

A. To protect a novel and non-obvious invention.

B. To protect the expressive content of a literary work.

C. To identify the source of goods or services and distinguish them
from others.

D. o protect confidential business information.
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Brain Teaser

2. What is the primary purpose of the government's role as a "regulator” in the
trademark system?

A. To create new trademark laws and statutes.

B. To handle trademark infringement lawsuits.
C. To set international trademark policy.

D. To examine applications and maintain the register of trademarks.
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Brain Teaser

2. What is the primary purpose of the government's role as a "regulator” in the
trademark system?

A. To create new trademark laws and statutes.

B. To handle trademark infringement lawsuits.
C. To set international trademark policy.

D. To examine applications and maintain the register of trademarks.
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Thank you!

"Open source software is a testament to the power

of collaboration:; it transforms ideas into innovations,
empowering individuals and communities to build a

better future together."

Lecturer: Biniam Behailu
Addis Ababa Science and Technology University
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